United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

A lexandria, V irginia 223 1 3- 1 4 50 V 
www.uspto.gov \, 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/835,396 



04/17/2001 



John B. Ferber 



22852 7590 03/31/2005 

FINNEGAN, HENDERSON, FARABOW, GARRETT & DUNNER 
LLP 

901 NEW YORK AVENUE, NW 
WASHINGTON, DC 20001-4413 



0801 1.0134 



6037 



EXAMINER 



CHAMPAGNE, DONALD 



ART UNIT 



PAPER NUMBER 



3622 

DATE MAILED: 03/31/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

09/835,396 


Applicant(s) 

FERBER ET AL 


Examiner 

Donald L Champagne 


Art Unit 

3622 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 04 January 2005 . 
2a)l3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) IE The drawing(s) filed on 17 April 2001 is/are: a)M accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner, Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) S Notice of References Cited (PTO-692) 4) □ Interview Summary (PTO-41 3) 

2) LJ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Q Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed with an amendment on 4 January 2005 have been fully 
considered but they are moot in view of the following new basis of rejection. 

Claim Rejections - 35 USC § 102 and 35 USC § 103 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

S^Jl 6 "''!!" W3S T 0Wn ° f US6d by ° therS in this Mr *, or P atented ° r described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

il^J"fii!H ti0 th Wa M t S 7i* e . d in u ( V a " a PP |ication for P ate "t published under section 122(b), by 
another filed m the United States before the invention by the applicant for patent or (2) a paten 
granted on an application for patent by another filed in the United States before the nvention bv the 

W^&SSfS?**? intemat rK al aPP "' Cati0n fi ' ed Under the * eat V daSt sec i n 
onll ff th^Iwn t ? "J P T 0SeS ° f * 18 subsecti °n of an application filed in the United States 

o^uch^at^ the U " ited Stat6S and ™ P ublished - d - Artide 21(2) 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a)A patent may not be obtained though the invention is not identically disclosed or described as set 

Z Tn L Se a ?° n 02 K?'? t K le ' differenC6S betWeen the sub i ect ^ tter s °"9ht to be patented and 
SlnZ SU , Ch , that the SUbj6Ct matter as a whole would have b een obvious at the time the 

pTnt»hiL aS h m n 6 I" PerS ° n haVing ° rdinary Ski " in the art t0 which sa '" d subject mattr P ertains 
Patentabilrty shall not be negatrved by the manner in which the invention was made. 

4. Claims 1,2 and 5-10 are rejected under 35 U.S.C. fl 02(a), and alternatively under 35 
U.S.C. 102(e), as being anticipated by PCT patent publication WO 00/03328. 

5. WO 00/03328 teaches (independent claims 1 , 6 and 7) a method, system and apparatus for 
providing electronic coupons, the method comprising: determining, at a user device, 
information identifying a user (the user's name, p. 6 lines 11-12 and Fig. 3); determining, at 
a processor {computer 138), a profile of the user (demographic data concerning the user) 
based on the information identifying the user (p. 6 lines 23-26 and p. 10 lines 1-7); 
selecting, at the processor, at least one electronic coupon based on the determined profile 
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of the user (p. 10 lines 7-9); and displaying a redeemable representation of the at least one 
electronic coupon on the user device (p. 5 liner 35 to p. 6 line 1). 

6. WO 00/03328 also teaches claim 8 at the citations given above. WO 00/03328 also teaches 
claim 2 (p. 9 lines 1-22), and claims 5, 9 and 10 (p. 6 lines 32-36 and p. 8 lines 36-37). 

7. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being obvious over PCT patent 
publication WO 00/03328. WO 00/03328 does not teach determining an expiration and 
presenting the coupon when the expiration has not elapsed . However, WO 00/03328 does 
teach deciding whether or not to accept a coupon that has been used previously (p. 10 lines 
17-18). Because expired coupons are worthless, it would have been obvious to one of 
ordinary skill in the art, at the time of the invention, to add to the teachings of WO 00/03328 
determining an expiration and presenting the coupon when the expiration has not elapsed. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

9. A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS of 
the mailing date of this final action and the advisory action is not mailed until after the end of 
the THREE-MONTH shortened statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Donald L Champagne whose telephone number is 571-272-6717. The 
examiner can normally be reached from 6:30 AM to 5 PM ET, Monday to Thursday. The 
examiner can also be contacted by e-mail at donald.champaone<a)usDto gov and informal 
fax communications (i.e., communications not to be made of record) may be sent directly to 
the examiner at 571-273-6717. 



Application/Control Number: 09/835,396 
Art Unit: 3622 



Page 4 



1 1. The examiner's supervisor, Eric Stamber can be reached on 703-305-8469. 1 The fax phone 
number for the organization where this application or proceeding is assigned is 703-872- 



9306. 



12. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). 

13. AFTER FINAL PRACTICE - Consistent with MPEP § 706.07(0 and 713.09, prosecution 
generally ends with the final rejection. Examiner will grant an interview after final only when 
applicant presents compelling evidence that "disposal or clarification for appeal may be 
accomplished with only nominal further consideration" (MPEP § 713.09). The burden is on 
applicant to demonstrate this requirement, preferably in no more than 25 words. 
Amendments are entered after final only when the amendments will clearly simplify issues 
or put the case into condition for allowance, clearly and without additional search or more ' 
than nominal consideration. 

14. Applicant may have after final arguments considered and amendments entered by filing an 
RCE. 

15. ABANDONMENT - If examiner cannot by telephone verify applicant's intent to continue 
prosecution, the application is subject to abandonment six months after mailing of the last 
Office action. The agent, attorney or applicant point of contact is responsible for assuring 
that the Office has their telephone number. Agents and attorneys may verify their 
registration information including telephone number at the Office's web site, www.usptooov 
At the top of the home page, click on Site Index. Then click on Agent & Attorney Roster in 
the alphabetic list, and search for your registration by your name or number. 

Donald L. Champagne 
■-Primary Examiner 

25 March 2005 <^S=T UKCA 



1 571-272-6724 after the midd 




